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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Editors (Business Editors. "USCreative Joins WorkExchange - the Internet's Largest 
Marketplace for Work: Project Marketplace Continues Skyrocketing Growth." Business 
Wire. New York: Dec 13, 1999. pg 1) in view of McLoughlin (McLoughlin, Tom. 
Government Finance Review. Chicago: Jun 1990 Vol 6, Iss. 3; pg. 28 3 pgs) 

Re Claim 1: Editors discloses a method for an entity, the entity being a 
governmental or business entity, to procure a product from an institution comprising the 
steps of: 

• Posting a request for proposal for the product of the entity to a website 
(Page 2, 10 th paragraph "When an employer posts a project..."). 

• Electronically notifying the institution that the RFP has been posted (Page 
2, 10 th paragraph; "proprietary matching engine to select the best qualified 
freelancers and alert them to bid on the project.") 

• Reviewing the RFP by the institution (Page 2, 10th paragraph; the step of 
bidding implies that the RFP has been reviewed) 
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• Electronically notifying the entity of a result of the review by the institution 
(page 2,10 th paragraph "employer can choose one based on their skill.") 

Editors does not explicitly disclose wherein the product is a financial product and 
the institution is a financial institution. McLoughlin discloses that governments have, for 
some time, issued a request for proposal as a means of selecting an underwriter to 
finance bonds intended for public improvements (abstract). It would have been obvious 
to anyone of ordinary skill at the time of invention to include the teachings of McLoughlin 
to the disclosure of Editors, as a means for a government entity to solicit a specific type 
of product or service from a specific type of vendor. While Editors does not explicitly 
disclose the products and/or services from which each government entity might solicit a 
vendor, McLoughlin details that a request for a financial product from a financial 
institution, via a RFP, is old and well known. Utilizing the Editors method of online 
dissemination of the financial product RFP would therefore reach a greater audience 
and potentially lead to a better contract for the government entity. 

Re Claim 2: Editors in view of McLoughlin discloses the claimed method supra 
and McLoughlin further discloses 

• Profiling the entity by obtaining information about the entity that may be 
utilized by the financial institution in making the financial institution's 
decision to offer the financial product to the entity (See abstract; "The RFP 
should describe the purpose for which the bonds will be issued, the source 
or sources of revenues expected to be pledged to bond security, the 
anticipated size and term of the issue...). 
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• Providing a deal sheet, the deal sheet outlining the entity's need for the 
financial product (See abstract; "The RFP should describe the purpose for 
which the bonds will be issued"). 
While the references do not explicitly disclose the step of authorizing the posting 
of the RFP by an official of the entity, this step is old and well known in the art and 
would have been obvious to anyone of ordinary skill to prevent the fraudulent and or 
mistaken posting of potential contracts to the system. In requiring an authorization step 
by an official the systems integrity can be maintained all parties can be assured a level 
of security in the process. 

Re Claim 3: Editors in view of McLoughlin discloses the claimed method supra 
and Editors further discloses wherein posting the RFP to the website further comprises 
the step of: 

• Identifying at least one financial institution that will have access to the 
RFP posted at the website (1 0 th paragraph; "invite only selected 
freelancers to bid on the project.") 

Re Claim 4: Editors in view of McLoughlin discloses the claimed method but do 
no explicitly disclose wherein the reviewing the RFP by the financial institution further 
comprises the steps of: 

• Retrieving the RFP from the website 

• Studying the RFP; and 

• Deciding whether to offer the financial product to the entity based upon 
the study 
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However these steps are old and well known and would have been obvious to 
anyone of ordinary skill as a way to review a potential business venture and then decide 
whether to enter into an agreement. Any company that receives an RFP would study 
the specifics related to the proposal and then determine whether it is in the business 
interest to follow through. This is standard business practice with regards to contract 
proposals. 

Re Claim 5: Editors in view of McLoughlin discloses the claimed method but 
does not explicitly disclose the step of requesting additional information about the RFP. 
However this step is old and well known and would have been obvious to anyone of 
ordinary skill at the time of invention so that a potential vendor can receive more specific 
information that will assist the business in the decision to make an offer. In allowing for 
the further exchange of information between the entity and the financial institution, both 
parties can be sure that they are on the same page, and erroneous proposals are not 
issued as a result of a miscommunication in the original RFP. 

Re Claim 6: Editors in view of McLoughlin discloses the claimed method but do 
not explicitly disclose wherein electronically notifying the entity of the result of the review 
by the financial institution further comprises the steps of: 

• . Assembling an offer for the financial product by the financial institution in 

a format that facilitates review by the entity; and 
• Presenting the formatted offer to the entity 

However these steps were old and well known in the art at the time of invention 
and would have been obvious to anyone of ordinary skill. Once the financial institution 
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had made the decision to make an offer to the entity, the next stage is to submit a 
proposal that would maximize the chance of landing the contract. In providing the entity 
with an appropriately formatted offer, the financial institution will place itself in a more 
favorable position, as the entity will not need to do any further processing in order to 
evaluate the proposal. Editors further discloses that the parties involved can manage 
the project using tools including messaging and file sharing, which indicates formatting 
compatibility. (10 th paragraph). 

Re Claim 7: Editors in view of McLoughlin discloses the claimed method and 
McLoughlin further discloses wherein the financial product being selected from the 
group consisting of investment products, trustee products, financing products, advisory 
products, depository products, employee retirement products, advisory products and 
audit products (see abstract; "limited-obligation bonds"). 

Re Claim 8: Editors discloses a method for an entity, the entity being a 
governmental or business entity, to procure a product from an institution comprising the 
steps of: 

• Posting a request for a proposal (RFP) for the product of the entity to a 
website the RFP having been authorized by the entity (Page 2,10 th 
paragraph), wherein posting further comprises profiling the entity by 
obtaining information about the entity that may be utilized by the 
institution's decision to offer the product to the entity (page 2, 10 th 
paragraph "search the freelancer profiles.") 
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• Electronically notifying the institution that the RFP has been posted (Page 
2,10 th paragraph) 

• Reviewing the RFP by the institution (Page 2,10 th paragraph the step of 
bidding implies that the RFP has been reviewed) 

• Electronically notifying the entity of a result of the review by the institution 
(Page 2,10 th paragraph) 

Editors does not explicitly disclose wherein the product is a financial product 
consisting of investment products, trustee products, financing products, advisory 
products, depository products, employee retirement products, advisory products and 
audit products, from and institution; and wherein the institution is a financial institution. 

Editors further does not disclose wherein the posting further comprises the steps 
of, providing a deal sheet, deal sheet outlining the entity's need for the financial product 
and authorizing the posting of the RFP by an official of the entity. 

McLoughlin discloses that governments have, for some time, issued a request for 
proposal as a means of selecting an underwriter to finance bonds intended for public 
improvements (abstract). It would have been obvious to anyone of ordinary skill at the 
time of invention to include the teachings of McLoughlin to the disclosure of Editors, as 
a means for a government entity to solicit a specific type of product or service from a 
specific type of vendor. While Editors does not explicitly disclose the products and/or 
services from which each government entity might solicit a vendor, McLoughlin details 
that a request for a financial product from a financial institution, via a RFP, is old and 
well known. Utilizing the Editors method of online dissemination of the financial product 
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RFP would therefore reach a greater audience and potentially lead to a better contract 
for the government entity. 

McLoughlin further discloses 

• Profiling the entity by obtaining information about the entity that may be 
utilized by the financial institution in making the financial institution's 
decision to offer the financial product to the entity (See abstract; "The RFP 
should describe the purpose for which the bonds will be issued, the source 
or sources of revenues expected to be pledged to bond security, the 
anticipated size and term of the issue. . . ). 

• Providing a deal sheet, the deal sheet outlining the entity's need for the 
financial product (See abstract; "The RFP should describe the purpose for 
which the bonds will be issued"). 

While the references do not explicitly disclose the step of authorizing the posting 
of the RFP by an official of the entity, this step is old and well known in the art and 
would have been obvious to anyone of ordinary skill to prevent the fraudulent and or 
mistaken posting of potential contracts to the system. In requiring an authorization step 
by an official the systems integrity can be maintained all parties can be assured a level 
of security in the process. 

The references also do not explicitly disclose wherein the reviewing the RFP by 
the financial institution further comprises the steps of: 

• v Retrieving the RFP from the website 

• Studying the RFP; and 
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• Deciding whether to offer the financial product to the entity based upon 
the study 

However these steps are old and well known and would have been obvious to 
anyone of ordinary skill as a way to review a potential business venture and then decide 
whether to enter into an agreement. Any company that receives an RFP would study 
the specifics related to the proposal and then determine whether it is in the business 
interest to follow through. This is standard business practice. 

Finally the references do not explicitly disclose wherein electronically notifying 
the entity of the result of the review by the financial institution further comprises the 
steps of: 

• Assembling an offer for the financial product by the financial institution in 
a format that facilitates review by the entity; and 

• Presenting the formatted offer to the entity 

However, again, these steps were old and well known in the art at the time of 
invention and would have been obvious to anyone of ordinary skill. Once the financial 
institution had made the decision to make an offer to the entity, the next stage is to 
submit a proposal that would maximize the chance of landing the contract. In providing 
the entity with an appropriately formatted offer, the financial institution will place itself in 
a more favorable position, as the entity will not need to do any further processing in 
order to evaluate the proposal. Editors further discloses that the parties involved can 
manage the project using tools including messaging and file sharing, which indicates 
formatting compatibility (10 th paragraph). 
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Re Claim 9: Editors discloses a method for an entity to procure a product from 
an institution comprising the steps of: 

• Posting an entity's request for proposal for the product of the entity to a 
website, the RFP having been authorized by the governmental entity 
(Page 2,10 th paragraph) 

• Electronically notifying the institution that the RFP has been posted (Page 
2,10 th paragraph) 

• Reviewing the RFP by the institution (Page 2,10 th paragraph); the step of 
bidding implies that the RFP has been reviewed) 

• Electronically notifying the entity of a result of the review by the institution 
(Page 2,10 th paragraph) 

Editors does not explicitly disclose wherein the product is a financial product and 
the institution is a financial institution. McLoughlin discloses that governments have, for 
some time, issued a request for proposal as a means of selecting an underwriter to 
finance bonds intended for public improvements (abstract). It would have been obvious 
to anyone of ordinary skill at the time of invention to include the teachings of McLoughlin 
to the disclosure of Editors, as a means for a government entity to solicit a specific type 
of product or service from a specific type of vendor. While Editors does not explicitly 
disclose the products and/or services from which each government entity might solicit a 
vendor, McLoughlin details that a request for a financial product from a financial 
institution, via a RFP, is old and well known. Utilizing the Editors method of online 



Application/Control Number: 09/896,068 Page 1 1 

Art Unit: 3692 

dissemination of the financial product RFP would therefore reach a greater audience 
and potentially lead to a better contract for the government entity. 

Re Claims 10-16: For the sake of brevity, these claims essentially contain the 
same limitations as previously rejected claims 2-8 respectively and are therefore 
rejected using the same art and rationale. The only difference is that the "entity" is 
further defined as a "governmental entity." McLoughlin defines a governmental entity 
and therefore the rejections for claims 2-8 can similarly be applied to claims 10-16. 

Response to Arguments 

Applicant's arguments filed 1 1/08/2006 have been fully considered but they are 
not persuasive. 

Applicant first contends that the references are not easily combinable because 
the combination would require substantial reconstruction of the references. The 
examiner disagrees. Both references deal with soliciting business opportunities using 
RFP's. In Editors, a website is established for one entity to solicit business from 
another entity via an RFP. McLoughlind discloses the old and well-known process of 
soliciting an underwriter of a financial product by a government entity. The examiner 
does not buy the argument that a "substantial reconstruction" of the Editors disclosure is 
necessary, as the website described by Editors is simply there to facilitate transactions 
between entities, regardless of the type of good or service solicited. If an RFP can be 
posted for job seekers, the examiner maintains that it would be obvious to post any type 
of RFP in order to further facilitate the transaction depending upon the need of the 
requesting entity. Why would it take a substantial reconstruction of a website to post a 
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different type of RFP? Especially considering these RFPs are constructed and 
evaluated by the entities themselves and only posted on the site. The site just acts as a 
medium. 

Second the applicant argues that there is no suggestion to combine the 
references, as the prior art must suggest the desirability of the claimed invention, and 
that no explicit motivation is found. However, the applicants argument is only for an 
explicit showing, while the MPEP states that "The teaching, suggestion, or motivation 
must be< found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, 
and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art ." In re Kotzab. 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 
(Fed. Cir. 2000). See also In re Lee, 277 F.3d 1338, 1342-44, 61 USPQ2d 1430, 1433- 
34 (Fed. Cir. 2002) (discussing the importance of relying on objective evidence and 
making specific factual findings with respect to the motivation to combine references); In 
re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). With this more complete definition for motivation, the 
examiner believes that his burden has previously been met. The references both teach 
the utilization of RFP's to match parties with mutual interests. Again the examiner 
maintains that If an RFP can be posted for job seekers, it would be obvious to post any 
type of RFP in order to further facilitate the transaction depending upon the need of the 
requesting entity. 
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It also appears as if the examiner has used improper hindsight reasoning to 
come to the conclusion of obviousness. In response, it must be recognized that any 
judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made , and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). Reference again is made to the fact that both prior art references utilize RFPs, 
and while only one posts these RFPs on a website, a person of ordinary skill would 
have found it obvious to post any type of RFP on a website to facilitate the transaction 
and make the entire process more efficient for both requesters and bidders. 

Finally the applicant has cited case law from 1923 regarding the pioneering of an 
invention as being non-obvious. However seeing as how this was before the current 
law established under the Patent Act of 1 952, as well as other cases such as Graham v. 
John Deere, 383 U.S. 1 , 148 USPQ 459 which established the contemporary definition 
and factual inquiries for obviousness, the examiner feels this argument is erroneous. In 
addition, the references show, before the date of invention of the current application, 
both financial RFPs and RFPs on websites, so the examiner cannot agree that the 
applicant is the pioneer of the discovery and disclosure of the source and remedy of the 
problem, as alleged. 

Conclusion 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RICHARD E. CHILCOT, JR. 
SUPERVISORY PATENT EXAMINER 




